Expert Insight

LM76-16

81

INFORMATION TECHNOLOGY
Much of our technology-driven economy stems from software these
days. In view of recent court cases, technology-oriented startups
often ask whether the functionality included in their software remains
protectable by patent.
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Is the process for obtaining patent
protection for software more complex
than for hardware?
Although the actual process is the
same for both hardware and softwareoriented inventions, it can be more
challenging

for

software-oriented

inventions. First, utility patents afford
protection for functionality of the
software, not the software code itself
(the code is protectable from copying
through copyright protection) so the
claims need to be directed to the
functionality. A patent could protect,
for example, an automated process
for treating a patient or an automated
process for delivering content to a user.
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application. The applicant prepares a
detailed description of the invention,
called the specification, and a set of
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supported by the specification and
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The most common challenges relate
to overcoming prior art rejections. To
obtain patent protection, an invention
must be both novel and not obvious
over prior inventions, whether or not
those inventions have been patented.
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is a huge industry these days. Many
people develop and commercialize
software solutions across numerous
topical areas and take advantage
of a growing number of available
software utilities, at times resulting in
similar solutions to the same problem.
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To relate to clients, it is important
to understand how technology is
developed and implemented. Many
patent lawyers were once practicing
engineers
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is interacting with the engineers and
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Barry’s expertise is Intellectual Property
law, primarily in regard to the protection
and enforcement of patents. Barry has
considerable recent experience in
obtaining protection for the functionality
of software in various industries, including
smart phone apps. Barry has written and
prosecuted numerous patent applications
in diverse industries including information
technology, material science, robotics,
mining, medical devices, sporting goods,
and telecommunications. Barry previously
worked as a system and test engineer
in telecommunications, where he was
involved in Standards development for
reliability and interoperability testing.
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